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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1,3-5, 12, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Auerbach (USPN 1,492,951) in view Smith et al. (USPN 6,045,038) 
and Rinde (USPN 6,182,823B1). 

3. In re claim 1 , Auerbach discloses a paper dispenser made of a folded single 
sheet of pliable material and having a substantially frustopyramidal exterior shape with 
an opened top and a closed bottom, characterized in that it comprises four exterior walls 
(21 ,32) defining the frustopyramidal shape and four interior walls (22,33) delimiting a 
rectangular-prism-shaped paper-receiving compartment, wherein said exterior walls are 
spaced apart from corresponding ones of said interior walls in order to create a space 
between them. Auerbach fails to disclose at least one of the interior walls has an 
exterior face having an illustration or marking and in at least one of said exterior walls 
comprises an opening allowing to see therethrough the illustration or marking on the 
interior wall. However, Smith et al. teaches a container with an interior (15) and exterior 
(11) wall spaced apart having an opening (213) in the exterior wall allowing a decoration 
on an interior wall to show through. Further, Rinde teaches a container with an interior 
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(68) wall and exterior (66) wall having an opening (16) allowing an illustration on an 
interior wall to show through. It would have been obvious to one of ordinary skill in the 
art at the time of the invention to form a display including an inner 
advertisement/representation and an outer window in the double walled box of 
Auerbach as taught by Smith et al. for the purpose of making the box more aestically 
pleasing and/or to advertise the contents. It would further have been obvious to one of 
ordinary skill in the art at the time of the invention to substitute an illustration for the 
representation in modified Auerbach as taught by Rinde as a simple substitution of one 
well known form of box advertising/information display for another to obtain the clearly 
predictable results of using such an illustration. 

4. In re claim 3, Auerbach discloses a paper dispenser wherein said pliable material 
is cardboard. 

5. In re claim 4, Auerbach discloses the claimed invention except wherein said 
opening is covered with a transparent or translucent liner. However, Rinde teaches an 
opening (16) being covered with a translucent liner (18). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to have further modified the 
exterior wall of Auerbach by including the translucent liner over an opening as taught 
Rinde in order to protect the illustration on the interior wall from damage. 

6. In re claim 5, Auerbach discloses a paper dispenser wherein said single sheet of 
pliable material, prior to folding, comprises a substantially cross-shaped center portion 
and four side portions, wherein said cross-shaped center portion comprises a middle 
section (12) that, once folded, becomes the bottom of said paper dispenser, and four 
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adjacent sections (21 ,32), adjacent the middle section, which once folded become the 
exterior walls, wherein the four side portions are connected to corresponding ones of 
the four adjacent sections, opposite the middle section, and each comprise a panel 
(22,33) which once folded will become a corresponding one of the interior walls. 

7. In re claim 1 2, Auerbach discloses a paper dispenser wherein the four side 
portions include a first pair (33) of opposed ones of the side portions, and a second pair 
(22) of opposed ones of the side portions, each side portion of the first pair having two 
opposite lateral sections (27-30) which interlockingly engage with the other two opposite 
lateral sections once folded, and a flap (34) which comes into abutment with a 
corresponding one of the exterior walls once folded. 

8. In re claim 1 7, Auerbach discloses a paper dispenser wherein the rectangular 
prism shape of the paper receiving compartment is cubical before the partitions are 
added as seen in figure 7. 

9. Claims 2 and 7-1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Auerbach (USPN 1,492,951), Smith etal. (USPN 6,045,038) and Rinde (USPN 
6,182,823B1) as applied to claim 1 above, in further in view Wynne et al. (USPN 
2,339,445). 

10. In re claims 2 and 7, Auerbach discloses the claimed invention except a slot 
extending downwardly from the top of both one of the exterior walls and a 
corresponding one of the interior walls wherein half the slot is provided in the exterior 
wall and other half into side portion adjacent the exterior wall. However, Wynne et al. 
teaches a slot extending downwardly from the top of both an exterior wall (1 1 ) and an 
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interior wall (14) which is provided in both the exterior and interior wall. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to have further 
modified the walls of Auerbach to include a slot in the interior and exterior wall as taught 
by Wynne et al. in order to provide access to the contents of the container. 

11. In re claim 8, Auerbach discloses a paper dispenser wherein said side portion 
comprises two opposite lateral sections (27-30) and a flap (34). 

12. In re claim 9, Auerbach discloses a paper dispenser wherein said lateral sections 
are symmetrical with reference to said interior wall. 

13. In re claim 10, Auerbach discloses a paper dispenser wherein each one of said 
lateral sections comprises two slots (31) separated by an inclined edge designed to 
provide an interlocking engagement with slots of corresponding side sections of an 
opposite side portion, said opposite side portion also comprising a flap (34). 

14. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Auerbach 
(USPN 1 ,492,951 ), Smith et al. (USPN 6,045,038) and Rinde (USPN 6,1 82,823B1 ) as 
applied to claim 5 above, in further in view Wood (USPN 3,347,445) and Haas (USPN 
3,122,299). 

15. In re claim 6, Auerbach discloses the claimed except the cross-shaped center 
comprising four pairs of flaps. However, both Wood and Haas teach a container having 
a crossed-shaped center portion comprising four pairs of flaps (Wood 

46,47,51 ,52,56,57,61 ,62 and Haas 50), with one pair of flaps being disposed at each 
inner corner of the cross-shaped center portion. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to have substituted the tongues 20 of 
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Auerbach with the pairs of flaps disposed at each inner corner as taught by Wood or 
Haas in order to serve as a means of tieing the side walls to the exterior and interior 
walls. 

16. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Auerbach (USPN 1,492,951), Smith et al. (USPN 6,045,038) and Rinde (USPN 
6,182,823B1) as applied to claim 12 above, in further in view Hillmann (USPN 684,243). 

17. In re claim 13, Auerbach discloses the claimed invention except wherein each 
side portion of the second pair has a flap which precisely fits between the four interior 
walls when folded against the bottom of the paper dispenser. However, Hillmann 
teaches side portions having flaps (A 2 ) which fit precisely between four interior walls 
(B 2 ,C 2 ) when folded against the bottom of the box. It would have been obvious to one 
of ordinary skill in the art at the time of the invention to have further modified the side 
portions of Auerbach to include flaps as taught by Hillmann in order to retain the inner 
walls and hold them in place rendering it impossible for them to escape position. 

18. Claims 14 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Auerbach (USPN 1 ,492,951 ) in view Smith et al. (USPN 6,045,038) and Hillmann 
(USPN 684,243). 

19. In re claim 14, Auerbach discloses a paper dispenser made of a folded single 
sheet of pliable material and having a substantially frustopyramidal exterior shape with 
an opened top and a closed bottom, characterized in that it comprises four exterior walls 
(21 ,32) defining the frustopyramidal shape and four interior walls (22,33) delimiting a 
rectangular-prism-shaped paper-receiving compartment, wherein said exterior walls are 
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spaced apart from corresponding ones of said interior walls in order to create a space 
between them, said single sheet of pliable material, prior to folding, having a 
substantially cross-shaped center portion and four side portions, wherein said cross- 
shaped center portion comprises a middle section (12) that, once folded, becomes the 
bottom of said paper dispenser, and four adjacent sections (21 ,32), adjacent the middle 
section, which once folded become the exterior walls, wherein the four side portions are 
connected to corresponding ones of the four adjacent sections, opposite the middle 
section, and each comprise a panel (22,33) which once folded will become a 
corresponding one of the interior walls; the four side portions including a first pair of 
opposed ones of the side portions, and a second pair of opposed ones of the side 
portions, each side portion of the first pair having two opposite lateral sections (27-30) 
which interlockingly engage with the other two opposite lateral sections once folded, 
and a flap (34) which comes into abutment with a corresponding one of the exterior 
walls once folded. Auerbach fails to disclose the exterior wall having an opening and 
the second pair of side portions having a flap which precisely fits between the four 
interior walls when folded. However, Smith et al. teaches an opening (213) in an 
exterior wall (12) and Hillmann teaches flaps (A 2 ) extending from a second pair of side 
portions between four interior walls (B 2 ,C 2 ). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to have modified the container of 
Auerbach to include an opening in the exterior wall as taught by Smith et al. and a flap 
extending from the side portion as taught by Hillmann in order to display decorations on 
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an interior wall through an interior wall and to retain the inner walls and hold them in 
place rendering it impossible for them to escape position, respectively. 

20. In re claim 1 8, Auerbach discloses a paper dispenser wherein the rectangular 
prism shape of the paper receiving compartment is cubical before the partitions are 
added as seen in figure 7. 

21 . Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Auerbach (USPN 1 ,492,951 ), Smith et al. (USPN 6,045,038) and Hillmann (USPN 
684,243) as applied to claim 14 above, in further in view Rinde (USPN 6,182,823B1). 

22. In re claim 15, Auerbach discloses the claimed invention except the exterior face 
of the interior wall having an illustration or marking visible through an opening. 
However, Rinde teaches an illustration (22) on the exterior face of an interior wall (68) 
visible through an opening (72) in the exterior wall (66). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to have further modified the 
interior wall of Auerbach with an illustration as taught by Rinde in order to provide a 
display for the consumer to identify the product that may be three-dimensional and 
aesthetically pleasing. 

23. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Auerbach (USPN 1,492,951), Smith et al. (USPN 6,045,038) and Hillmann (USPN 
684,243) as applied to claim 14 above, in further in view Wynne et al. (USPN 
2,339,445). 

24. In re claim 16, Auerbach discloses the claimed invention except a slot extending 
downwardly from the top of both the exterior and interior walls. However, Wynne et al. 
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teaches a slot extending downwardly from the top of both an exterior wall (1 1 ) and an 
interior wall (14) which is provided in both the exterior and interior wall. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to have further 
modified the walls of Auerbach to include a slot in the interior and exterior wall as taught 
by Wynne et al. in order to provide access to the contents of the container. 



Response to Arguments 

25. Applicant's arguments filed 1 1/20/09 have been fully considered but they are not 
persuasive. 

26. In response to applicant's arguments, the recitation "a paper dispenser" has not 
been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA 1951). 

27. In response to applicant's argument that Auerbach does not disclose a paper- 
receiving compartment, a recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order 
to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. Although 
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Auerbach uses the dispenser for receiving candy, the dispenser is also capable of 
receiving paper. 

28. In response to applicant's argument that the use of separators would actually 
prevent rectangular papers from fitting inside the container, Applicant has not claimed 
that the paper is rectangular. Also, paper is not always rectangularly shaped, therefore 
it cannot be assumed that the paper being received is rectangular. Paper may be cut 
into any shape. Furthermore, the separators may be eliminated from the container, 
providing a rectangular paper-receiving compartment. 

29. In response to applicant's argument to disagree with Examiner's suggestion to 
combine Auerbach with Smith et al. and Rinde, though the references are all not used 
for dispensing paper, they each are containers for receiving an article. Furthermore, it 
would be obvious to display or advertise whatever the article being contained, be it 
paper, candy or CD. The actual contents being advertised are a choice of the retailer to 
please its desired consumer. There is no structural difference. 

30. In response to applicant's argument that dispensing articles such as candy, 
chewing gum, and so forth is simply not related to allowing digital access to dispense 
paper, a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

31 . Applicant's arguments of claim 1 3 fail to comply with 37 CFR 1 .1 1 1 (b) because 
they amount to a general allegation that the claims define a patentable invention without 
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specifically pointing out how the language of the claims patentably distinguishes them 
from the references. A mere statement that "it would not have been plain and 
unambiguous that the flaps taught by Hillmann could be used in a frusto-pyramidal 
paper dispenser, does not specifically point out how the language of the claims 
patentably distinguishes them from the references. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LATRICE BYRD whose telephone number is (571)270- 
5703. The examiner can normally be reached on Mon-Thu 9:30am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Newhouse can be reached on 571-272-4544. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/LATRICE BYRD/ 
Examiner, Art Unit 3782 

/Gary E. Elkins/ 

Primary Examiner, Art Unit 3782 



